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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of Group I claims 1-7 and 10-13 in the reply filed on April 20, 
2006 is acknowledged. The traversal is on the ground(s) that there is no burden in searching the 
additional claims. This is not found persuasive because the applicants have not suggested or 
argued why the proposed alternative method would not be a materially different method and 
further, the examiner has shown that subject matter of the two groups encompass two different 
statutory classes of invention each having a different classification. For purposes of the initial 
requirement of a restriction, a serious burden on the examiner may be prima facie shown if the 
examiner shows by appropriate explanation either separate classification, separate status in the 
art, or a different field of search as defined in MPEP § 808.02 

The requirement is still deemed proper and is therefore made FINAL. 



Claim Rejections -35 USC §102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e).the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



Claims 1-7 and 10-13 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Application publication 20050112398 A1 to Darolia et al. 

Regarding claims 1 , 2 and 4, Darolia discloses a substrate with a thermal barrier coating 
comprising a layer of aluminide or overlay material such as MCrAlX rnaterials (page 3 
paragraph [0024]). Darolia discloses a layer located above the overlay material comprising 
material such as Cr 203 and a ceramic coating such as a zirconia based material over the 
aforementioned layers (page 2 paragraph [0022]). Darolia discloses the formation of a thermally 
protective oxide scale (AI 2 O 3 layer), which forms at the surface of the MCrAlX layer as an 
oxidation product during processing (page 1 paragraph [0004]), as is also confirmed by 
applicant’s disclosure on page 12 paragraphs 2-3 of the specification. 

Regarding claims 3 and 10, Darolia discloses a thickness of the layer comprising Cr 203 
as 40-60% of 12.5-102)o.m, or 5-61 pm, which overlaps the claimed range of thickness (page 4 
paragraph [0034]). Additionally, claims 3 and 10 are product by process claims wherein the 
patentability of the product does not depend on its method of production. “If the product in the 
product by process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process unless it can be 
shown that the product produced by the process is in some manner measurably distinct from the 
product produced by another process.” See MPEP 2113. As such, the process limitation within 
claims 3 and 10 do not provide patentable distinction over the prior art. 




Application/Control Number: 10/795,998 
Art Unit: 1775 



Page 4 



Regarding claims 5 and 1 1 , Darolia discloses the overlay material may be a MCrAlX 
material, where M is Fe Co or Ni or alloys thereof and X is Y, Hf, Zr, Si or combinations 
thereof, providing a mass percent of A1 of about 12% (page 3 paragraph [0024]). 

Regarding claims 6 and 12, Darolia discloses a thickness of the (undercoat) MCrAlX 
layer as 30-60% of 12.5-102pm or 3.75-61 |am, which overlaps the claimed range of thickness 
(page 4 paragraph [0034]). 

Regarding claims 7 and 13, Darolia discloses a (topcoat) ceramic layer of zirconia 
stabilized with various metal oxides such as Y 2 O 3 , Cc 203 , Y 2 O 3 , CaO, SC 2 O 3 , MgO, Yb 203 (page 
2 paragraph [0022]). Additionally, .cl aims 7 and 13 are product by process claims wherein the 
patentability of the product does not depend on its method of production. “If the product in the 
product by process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process unless it can be 
shown that the product produced by the process is in some manner measurably distinct from the 
product produced by another process.” See MPEP 2113. As such, the process limitation within 
claims 7 and 13 do not provide patentable distinction over the prior art. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Ivey whose telephone number is (571) 272-8432. The 
examiner can normally be reached on 7:00- 4:30 M-Th and 7:00-3:30 alt. Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

JENNIFER C. MCNEIL 
SUPERVISORY PATENT EXAMINER 




Elizabeth D. Ive 







